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The text of those sections of Title 35, U.S. Code not included in this action can be found in a 
prior Office action. 

Claims 15-27, 29, 30 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for making carbon black, does not reasonably provide 
enablement for making fullerenes. The specification does not enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to use the invention 
commensurate in scope with these claims. It appears that this application is directed to making 
carbon black. Specification pg. 2 states that soot has a formula of C40, but this is speculative 
and the term 'soot' encompasses a myriad of other materials. Finally, there is no indication as to 
what evidence exists that this proposed formula is correct. 

Claims 15-27, 29 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lynum 5527518. 

Lynum teaches making carbon black by heating hydrocarbons in a flame, and recycling the 
hydrogen to burn it for heat. Lynum does not teach the formula, but no differences are seen as 
the present specification makes carbon black. Lynum teaches the option of adding oxidant to 
the gas environment to alter the carbon. Therefore, addition of a minor amount of oxygen at the 
velocity of claim 22 is within the claimed range is a matter of optimization; In re Boesch 205 
USPQ 215. Concerning claim 17, the overlapping temperature of 1000 is taught. Claims 18-20 
appear to describe only how to make a flame; that the reference uses a flame implies that these 
steps are followed; the examiner takes Official Notice that it is known to burn hydrocarbons in 
oxygen to make a flame. 



Claims 15-21, 23-26, 29, 30 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Morgan et al. 3619140. 
Morgan teaches making a hot flame and burning oil at substoichiometric oxygen level to make 
carbon black. Although the formula is not recited, no differences are seen. 
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Claims 22, 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over Morgan et al. 

Morgan does not explicitly teach the velocity, but teaches turbulent conditions. Using a high 
velocity in the range claimed is thus an obvious measure to create turbulence. Concerning claim 
27, burning the hydrogen is an obvious expedient to recover the heat content thereof. 

Applicant's arguments filed 9/29/04 have been fully considered but they are not 
persuasive. The arguments confuse the combustion to form the flame versus that used to form 
the carbon black; both the references and the claims form a flame using oxygen then use a 
substantially oxygen-free pyrolysis/decomposition to make the carbon black product. No 
differences are seen. The claims do not reflect anything different. Specification pg. 1 does not 
teach a 4:1 carbon oxygen (or vice-versa) combuston ratios. If applicants wish to rely upon 
combustion calculations, then they should do so in Declaration form, clearly explaining how all 
numbers used are obtained or derived. Even though ■soot' is not used in the claims, the issue 
raised is relevant, especially in light of the repeated comments that the claims are not being 
narrowed. The claims are not limited to carbon black, however it appears that they should be. 
The electricity used by Lynum is not seen to be relevant and the claims do not exclude 
quenching. No differences in the product are seen and it is not limited to any degree of purity 
set fo^SSTS^ FINAL Applicant is reminded of the extension of time policy as 
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